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A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) OR THIRTY (30) DAYS. 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 29 June 2005 , 
2a)l3 This action is FINAL. 2b)n This action is non-final. 

3) D Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1-30 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) S Claim(s) 1-30 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)0 The drawing{s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing{s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
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1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17,2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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Applicants' remarks filed June 29, 2005, have been carefully considered. No 
claims have been cancelled, added, or amended. 

Claims 1-30 remain pending in this application. 

Maintained Rejection 
1. The text of those sections of Title 35, U.S. Code not included in this action can be 
found in a prior Office action. 



Claim Rejections - 35 USC § 103 
2. Claims 1-30 stand rejected under 35 U.S.C. 103(a) as being unpatentable over 
Allison etal. (U. S. Patent Application Publication No. 2004/0068U8). 

Allison et al. teach oxidative dehydrogenation catalysts comprising a Group VIII 
promoter metal (e.g., platinum, palladium, or a combination thereof) present at a 
promoter loading of between 0.005 and about 0.1 weight percent on a refractory support 
(e.g., zirconia, alumina, or combinations thereof, silicon nitride), and one or more base 
metals preferably selected from Groups IB, IIB, IVB-VIIB, II A-VA, scandium, yttrium, 
actinium, iron, cobalt, nickel, manganese, chromium, tin, copper, gold, their 
corresponding oxides, and combinations thereof. The base metal is present at a base 
metal loading of between about 0.5 and about 20 weight percent of the catalyst. See 
paragraphs [0022]-[0023] of Allison et al, as well as the claims. 
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Paragraph [0031] of Allison et al. discloses that combinations of the base metals 
are within the scope of Allison et al/s invention. Note that, additionally, base metals 
such as manganese and copper are disclosed as exemplary base metals. From this, one 
of ordinary skill in the art would easily deduce that Allison et al. reasonably suggests 
Applicants' claimed dehydrogenation catalysts, e.g., the combination of copper and 
what Applicants' claim as a "non-copper base metal". 

Paragraph [0032] of Allison et al. discloses, in addition to the aforementioned 
base metal loading percentage range, that the molar ratio of the optional base metal to 
the promoter metal is preferably 10 or more. 

In paragraph [0037] of Allison et al., exemplary supports are disclosed, including 
zirconia, stabilized zirconia, alumina, various stabilized aluminas, silicon nitride, and 
magnesia (magnesium oxide). 

The promoter metal and the base metal may be deposited onto the support by 
any method known in the art, such as by incipient wetness, impregnation, chemical 
vapor deposition, and co-precipitation. See paragraph [0038] of Allison et al. 
Allison et al. do not specifically teach the ratio of copper to base metal. However, in 
view of the feasibility in Allison et al. to employ combinations of metals to obtain 
exemplary catalysts of Allison et al., it would have been obvious to one skilled in the art 
to select from the suitable promoter and base metals disclosed in Allison et al. and 
obtain Applicants' claimed catalyst. It has been held to be within the general skill of a 
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worker in the art to select a material on the basis of its suitability for the intended use as 
a matter of obvious design choice. In re Leshin. 125 U.S.P.Q 416. 

All claim limitations not specifically addressed are considered within the 
purview of the prior art. 

Response to Arguments 
The above rejection has been maintained because the requirements of 35 USC 
103(c)(1) have not completely been met by Applicants. Although Applicants have 
provided a reading of this section, as well as reel and frame recordations of the '148 
publication. Applicants have not provided a separate statement that ''the subject matter 
and the claimed invention were, at the time the claimed invention was made, owned by 
the same person or subject to an obligation of assignment to the same person." 

New Grounds of Rejection 
The following New Grounds of Rejection are being made in view of the 
Examiner's discovery of the reference to Allison et al. (U. S. Patent Application 
Publication No. 2004/0225165). 

Claim Rejections - 35 USC § 102 
3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
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A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international appUcation filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 
21(2) of such treaty in the English language. 

4. Claims 17, 22, and 23 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Allison et al (U. S. Patent Application Publication No. 2004/0225165). 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome either 
by a showing under 37 CFR 1.132 that any invention disclosed but not claimed in the 
reference was derived from the inventor of this application and is thus not the invention 
"by another," or by an appropriate showing under 37 CFR 1.131. 

Allison et al. disclose an oxidative dehydrogenation catalyst comprising one or 
more base metals (e.g., manganese, copper), one or more promoter metals (e.g., 
platinum, rhodium, ruthenium, iridium, and palladium), and a refractory support (e.g., 
stabilized zirconia, zirconia, stabilized alumina, silicon nitride, magnesia). See 
paragraphs [0032] to [0034], [0037], and [0040] of Allison et al. 

In view of these teachings, Allison et al. anticipate claims 17, 22, and 23. 
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Claim Rejections - 35 USC § 103 
5. Claims 1-7, 10-14, 18-21, and 24-30 are rejected under 35 U.S.C. 103(a) as being 
obvious over Allison et at (U. S. Patent Application Publication No. 2004/0225165). 

The applied reference has a common inventor with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
only under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 103(a) nught be overcome 
by: (1) a showing under 37 CFR 1.132 that any invention disclosed but not claimed in 
the reference was derived from the inventor of this application and is thus not an 
invention "by another"; (2) a showing of a date of invention for the claimed subject 
matter of the application which corresponds to subject matter disclosed but not claimed 
in the reference, prior to the effective U.S. filing date of the reference under 37 CFR 
1.131; or (3) an oath or declaration under 37 CFR 1.130 stating that the application and 
reference are currently owned by the same party and that the inventor named in the 
application is the prior inventor under 35 U.S.C. 104, together with a terminal 
disclaimer in accordance with 37 CFR 1.321(c). This rejection might also be overcome 
by showing that the reference is disqualified under 35 U.S.C. 103(c) as prior art in a 
rejection under 35 U.S.C. 103(a). See MPEP § 706.02(1)(1) and § 706.02(1)(2). 

Allison et al. disclose an oxidative dehydrogenation catalyst comprising one or 
more base metals (e.g., manganese, copper, chromium, tin, gold, scandium, yttrium, 
actinium, cobalt, nickel, their oxides and combinations thereof), one or more promoter 
metals (e.g., platinum, rhodium, ruthenium, iridium, nickel, iron, cobalt, osmium, and 
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palladium), and a refractory support (e.g., stabilized zirconia, zirconia, stabilized 
alumina, silicon nitride, magnesia). See paragraphs [0032] to [0034], [0037], and [0040] 
of Allison et al. 

The base metal(s) are present in the catalyst in amounts ranging from about 0.5 to 
about 20 weight percent, relative to the overall weight of the catalyst. See paragraph 
[0035] of Allison etal. 

The base metal(s) and promoter metal(s) may be deposited in or on the refractory 
support "by any method known in the art", such as by incipient wetness impregnation. 
See paragraphs [0039] and [0041] of Allison et al. 

Although Allison et al. do not disclose specific percentage ranges for the 
individual metal components, e.g., a specified percentage of copper, it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to select 
from the metals disclosed in Allison et al. and, via routine experimentation, select 
optimal amounts of these metals within the disclosed percentage range, and thereby 
obtain Applicants' claimed catalyst, as well as the claimed molar ratios. 

Conclusion 

6. The newly discovered publication prompted the new ground(s) of rejection 
presented in this Office action. This publication has a common inventor with the 
instant application. Therefore, Applicants were aware of this publication at the time of 
the filing of the instant application, and should have cited this copending application in 
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an Information Disclosure statement. Applicants are reminded of their duty to disclose 

any information, including copending applications, which are material to patentability. 

< 

Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 609.04(b). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and 
any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date 
of the advisory action. In no event, however, will the statutory period for reply expire 
later than SIX MONTHS from the mailing date of this final action. 
7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
exanuner should be directed to Patricia L. Hailey whose telephone number is (571) 272- 
1369. The examiner can normally be reached on Mondays-Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached on (571) 272-1233. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group 1700 Receptionist, whose telephone 
number is (571) 272-1700. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




Patricia L. Hailey/plh 
Examiner, Art Unit 1755 
September 7, 2005 



